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PART I 


DENUNCIATION OF THE PROTOCOL FOR INTER-AMERICAN 
REGISTRATION OF TRADE-MARKS 


A protocol for the inter-American registration of trade-marks was signed by the 
American Republics at Washington on February 20, 1929, simultaneously with 
the signing of the General inter-American Convention for Trade-Mark and Com- 
mercial Protection. 

The signing of these two documents in 1929, at the Trade-Mark Conference 
of the American Republics, held in Washington February 11-20, 1929, was a de- 
parture from the previous practice of concluding one convention to cover both the 
subject of inter-American registration of trade-marks and the subject of reciprocal 
protection of trade-marks in the American Republics. Previously the Buenos 
Aires Pan-American Convention of 1910 and the Santiago Convention of 1923 
attempted to deal with both problems in one instrument. It was felt in 1929 that 
some of the American Republics had failed to ratify the previous conventions be- 
cause they were disinclined to approve the system of inter-American registrations, 
and that it was wise to give to these countries the choice of ratifying a general 
convention for the protection of trade-marks, and staying out of the system of inter- 
American registrations. 

There was also a view held at the time that the system of inter-American registra- 
tion of trade-marks had not justified the expectations made at the time it was 
originally adopted in 1910, and that it should be ended forthwith. The view pre- 
vailed that the system should be tried for a little more time on the basis of the pro- 
posed separate protocol. 

We are now informed that the United States of America denounced the 
protocol by notice given on September 29, 1944, and under the provisions thereof 
the protocol shall cease to be in force, as regards the United States of America, upon 
the expiration of one year from that date, 1.e., on September 29, 1945. 

Weare also informed that the protocol has been denounced by Haiti on November 
27, 1944, and by Honduras on February 13, 1945. A report has reached us that 
Panama is also preparing to denounce the protocol. 

The Government of the United States of America, at the time of giving notice 
of the denunciation, stated as follows: 


As the result of the experience of the last several years, the Government of the United 
States of America has come to the conclusion that the inter-American Trade-Mark Bureau 
at Havana and the protocol on the inter-American registration of trade-marks, signed at 
Washington on February 20, 1929, have failed to serve any purpose which would ade- 
quately justify the annual quota of funds contributed by it for the support of the 
Bureau. 


The reasons given by Haiti and Honduras appear to be similar to those of the 
United States. Haiti particularly pointed out that its nationals had only reg- 
istered six trade-marks since the establishment of the Trade-Mark Bureau at 
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Havana in 1919, and Honduras stated that not a single trade-mark had been regis- 
tered by its own nationals at such Bureau. 

It should be stated that the main support of the International Trade-Mark 
Bureau at Havana came from the United States. In other words, this country 
paid for the major part of the expenses of maintaining this Bureau, and this coun- 
try provided the largest number of inter-American registrations effected at the 
Bureau, thus supplying the fees payable to the Bureau for inter-American registra- 
tions. Under the circumstances, there is little doubt that the rest of the American 
Republics that had ratified the protocol of 1929 will similarly denounce it. 


It is important at this time to indicate the legal effects of such denunciation of 
the protocol. 

1. The Bureau will be deemed to continue functioning until denunciation be- 
comes effective. Since, as stated above, the support of the United States Govern- 
ment has provided the financial basis, it will probably cease to function after Sep- 
tember 29, 1945. 

2. Until that date persons desirous of taking advantage of the protocol, may 
continue effecting inter-American registrations at the Havana Bureau. As expe- 
rience has shown that inter-American registrations consume several years for their 
completion, it would not be advisable for interested parties to seek new inter-Amer- 
ican registrations for their trade-marks from now to the probable closing of its doors 
next September. However, renewals of inter-American registrations obtained in 
the past may be applied for, with the view to preserving the priority of such reg- 
istrations. 

3. Under Article 19 of the protocol, this may be denounced by any American 
Republic but shall remain in force as regards other countries. It follows that the 
termination of the protocol will not be simultaneous for all countries but will be- 
come effective at the end of one year from the notice of denunciation with respect 
to each denouncing country. On the other hand, under Article 18 of the protocol, 
it is stipulated that as soon as the protocol becomes effective the Trade-Mark Con- 
ventions of 1910 and 1923 shall automatically cease to have effect insofar as they re- 
late to the organization of the Inter-American Bureau. 

4. The status of the inter-American registration, after denunciation of the 
protocol, is not quite clear. There is no doubt, however, that such denunciation 
cannot be retroactive as to its effects, and therefore cannot affect existing inter- 
American registrations. Indeed, while the Convention of 1910 contains no provision 
to this effect, the Convention of 1923, in article XVI, provides that the withdrawal 
of any country “shall not affect the rights previously acquired in accordance with 
this Convention.” 

The protocol of 1929 also contains no specific-provision saving existing rights 
after denunciation. However, article 18 provides that at the superseding of the 
Conventions of 1910 and 1923 by the protocol, “any rights which have been or 
which may be acquired in accordance with the provisions of said Conventions, up to 
the time of the coming into effect of this protocol, shall continue to be valid until 
their due expiration.” 

We should conclude that the termination of the system of inter-American reg- 
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istration at the Havana Inter-American Bureau by the denunciation of such sys- 
tem by the contracting countries, shall not affect rights already acquired through 
such inter-American registrations. Such registrations shall be deemed to continue 
their effects until their expiration. 

5. What will happen, however, to such inter-American registrations at the time 
of their expiration under the provisions of the above Acts? In the corresponding 
system of international registrations established by the Madrid Arrangement for 
the International Registration of Trade-Marks, in the Union for the Protection 
of Industrial Property, the practice has been followed to permit the registrant, 
whose country has denounced the arrangement, to apply locally in each country for 
the renewal of his inter-American registration. In other words, in our case here, 
it should be permitted to the owner of an inter-American trade-mark registration, 
which is due to expire, for instance, on January 2, 1946, to apply before that date in 
each one of the American Republics to which such inter-American registration ex- 
tended, and obtain a renewal of such inter-American registration for each particular 
country. 

This is equitable and fair, because it will permit the owner of the mark to pre- 
serve the priority which he has established in each of such countries through the 
inter-American registration. In other words, the accident of the denunciation of 
the protocol of 1929 should not cause individual owners who relied on the system 
of inter-American registration to lose the priority of record for their trade-marks. 


Whether the individual American Republics will in fact permit owners of inter- 
American registration to save their priority by renewing locally in each country the 
inter-American registration, it is not possible to say at this time. 

The following table indicates the ratification of these three instruments by the 
American Republics : 


Convention Convention Protocol 
Member Countries of 1910 of 1923 of 1929 
Argentine 
Bolivia 
Brazil 
Chile 
Colombia 
Costa Rica 


Dominican Republic 
Ecuador 

El Salvador 
Guatemala 


Honduras 
Mexico 
Nicaragua 
Panama 
Paraguay 


United States 
Uruguay 
Venezuela 
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As a result of the provisions concerning the effects of ratification of each succes- 
sive Act (the Convention of 1910, the Convention of 1923, and the protocol of 1929) 
the net result appears as follows: 

(A) The following countries must be deemed to have completely withdrawn 
from the system of Inter-American Registration of Trade-Marks: 


Haiti Honduras United States 


For Honduras this is clear because this country had ratified only the protocol 
which it has now denounced. For Haiti and the United States, because of their rati- 
fication of the protocol of 1929, now denounced, the effects of the previous Conven- 
tions on Inter-American Registration of Trade-Marks had automatically ceased. 

(B) Cuba, Panama and Peru remain bound by the protocol of 1929 which 
they ratified, and have not yet denounced. By such ratification the effects of the 
Conventions of 1910 and 1923 which Cuba had ratified and of the Convention of 
1910 which Panama and Peru had ratified had automatically ceased in respect of 
these countries. 


(C) Brazil, Dominican Republic and Paraguay remain bound by the Conven- 
tion of 1923 only. 

(D) Ecuador and Uruguay remain bound by the Convention of 1910 only. 

There are intricate questions arising as to the reciprocal relations between the 
countries of groups (B), (C) and (D) in connection with the organization of the 
Inter-American Trade-Mark Bureau at Havana and the working of the system 
of Inter-American registration. These need not be considered at this time, as it is 
most likely that the Inter-American Bureau will not, as a matter of actual fact, be 


in a position to function after next September in view of the withdrawal by the 
United States. 


It should be carefully noted, however, that this termination of the Inter-American 
registration of trade-marks through the Inter-American Bureau at Havana does not 
affect the general Inter-American protection of trade-marks. Indeed, 

(1) The Inter-American registration of marks through the Inter-American 
Bureau at Havana provided only what was originally thought to be a convenient 
procedure for the registration of trade-marks. Instead of a trade-mark owner be- 
ing required to file independent applications in each American Republic, it was pro- 
vided that he could register the mark at the Inter-American Bureau and such Bureau 
would extend the registration to the member countries. Trade-mark owners will 
now follow the ordinary procedure of registering locally in each American Republic 
where they desire to obtain protection. As stated in the notice of denunciation by 
the United States Government, the procedure of Inter-American registration 
through the Inter-American Bureau was rarely used in the past 25 years the sys- 
tem has been in operation. Generally, American trade-mark owners in the past pre- 
ferred to register locally in each country and they will continue to do so in the 
future. 

(2) The denunciation of the protocol of 1929 does not affect the General Inter- 
American Convention for Trade-Mark and Commercial Protection which contains 
very important provisions on the substantive law of trade-marks, trade-names and 
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unfair competition. This Convention remains fully in effect and is now in force be- 
tween : 


Colombia Honduras Paraguay 
Cuba Nicaragua Peru 
Haiti Panama United States 


(3) By the ratification of the protocol of 1929, there ceased automatically the 
effects of the provisions of 1910 and 1923 only insofar as they relate to the organ- 
ization of the Inter-American Bureau. There remain in full force, the provisions 
of the two Conventions which relate to the reciprocal protection of trade-mark rights. 
It follows that advantage may be taken of such provisions in all American Republics 
which have not ratified the General Inter-American Convention for Trade-Mark 
and Commercial Protection of 1929 and which are: 


Brazil Ecuador Uruguay 
Dominican Republic 


It is hoped that provisions may be made, at the closing of the Inter-American 
Trade-Mark Bureau at Havana, making available the Inter-American Register of 
Trade-Marks and the records of the Bureau for consultation and searches. It is 
clear that there will be necessity for such consultation and search of the records for 
many years to come. 

Article 16 of the protocol of 1929 provides that in case the Bureau at Havana 
cease to exist, it shall be liquidated under the supervision of the government of Cuba, 
and that the buildings and other tangible property shall become the property of such 
government. The government of Cuba agreed to dedicate such property to purposes 
essentially inter-American in character. 

It is doubtful whether this provision purports to cover the records of the Bureau 
and the Inter-American Trade-Mark Register. In any case, it is hoped that the 
decision will be, with the consent of the government of Cuba, to transmit the rec- 
ords of the Bureau and the /nter-American Trade-Mark Register to the Pan-Amer- 
ican Union at Washington to be placed in charge of its judicial section. 


—S. P. L. 





DRUG COMMON OR USUAL NAMES 
By Arthur D. Herrick* 


Walter J. Derenberg, in a recent review of my work, “Food Regulation and 
Compliance” (Trade-Mark Reporter, December, 1944), discusses the serious prob- 
lem that confronts trade-mark owners in the food and drug fields. It will be re- 
membered that the Federal Food, Drug, and Cosmetic Act requires that a product 
be labeled with its common or usual name, if any there be. Mr. Derenberg ex- 
presses the fear—and events in the past bear him out—that should the trade-mark 
gain consumer acceptance as the generic name of the product, thereby developing 
into its “common or usual name,” the statutory requirement may not only compel 


* Member New York Bar; Author “Food Regulation and Compliance.” 
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its adoption by other producers but may also lose the unique usage of the name for 
its creator. 

Mr. Derenberg’s excellent discussion of the points involved makes elaboration 
unnecessary. There is, however, yet another phase of the same problem which is 
peculiarly pertinent to the field of drug preparations. Several recent unreported 
and unpublicized rulings of the Food and Drug Administration have succeeeded in 
bringing this problem into bold relief, and have indicated a tendency which in the 
individual instance may have serious repercussions to the owners of trade-marks. 
For although the trade-mark owner is frequently conscious of the danger of per- 
mitting his mark to acquire generic signification, he is, however, as yet surprisingly 
negligent in protecting himself from these other complications. 

As Mr. Derenberg has emphasized, the common or usual name of the drug 
need not be given on the label if the product may be said not to have one. Arbi- 
trarily assuming that the formula is without sufficient consumer recognition to be 
designated by a common or usual name, a large number of drug manufacturers 
have taken advantage of this exemptory clause and have refrained from stating 
one. Consequently the only title appearing—and the only means of identifying 
the article—is the fanciful brand name chosen. Thus, by the omission of a com- 
mon or usual name, the owner invites identification of his product by the trade- 
name alone. 

The obvious pitfall of this procedure is, of course, that over a period of time 
the trade-name becomes—if not the “common” name of the article for reasons that 
are evident—then at least the “usual’’ name of a preparation of its specification. 
In a manner of speaking, the identity of the product tends to merge with the arbi- 
trary name assigned to it. 

The precarious position in which this development may place the manufacturer 
is not, as we have indicated, confined to the possibility that it may become public 
property—which admittedly occurs but rarely—but, long before that point be 
reached, may extend to other situations. This is no clearer demonstrated than in 
those instances where an attempt is made to change the formula of the product. 
Such a change may, of course, be necessitated by shortages of materials, by the 
desire to incorporate improvements in the formula, by the need to economize, or by 
the effort to substitute a less toxic ingredient for one which may characterize the 
preparation as too dangerous for lay use. It is noteworthy that the reason inspir- 
ing the change has little, if any, effect upon the outcome. Nor can any manufacturer 
be assured that he may not, at one time or the other, be compelled to modify his 
formula. 

What may well transpire should a contingency of this nature arise was dem- 
onstrated in the recent “666 for Cold Symptoms” case (unreported). As originally 
labeled for a great number of years, the product in question was entitled: “666 
Liquid,” and was offered as a treatment for colds and malaria, principally the 
former. Among other active ingredients it contained quinine. Shortages in sup- 
plies occasioned by the war forced the manufacturer to omit quinine as one of the 
ingredients; antipyrine was substituted in its place. The restriction in use, of 
course, called for an accompanying limitation of claims. To comply the label was 
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changed to read: “666 for Relieving Temporarily the Following Cold Symptoms, 
etc.” Note should be had that although the numerals “666” was a registered trade- 
mark, used for other products manufactured by the concern, such as salve, nose 
drops, and cough drops, the label failed to designate the insignia as a brand or 
trade-mark. 

The changes in labeling did not, however, meet with the approval of the 
Food and Drug Administration which took the position that the new product was 
misbranded as false and misleading and as an imitation of the original “666 
Liquid.” In effect, the Government’s contention was that the only preparation 
that could be marketed under the “666” name was the medicine previously sold. 
Libel proceedings were instituted; the action was contested, the trial resulting in 
a verdict for the Government. 

That this outcome may be justified by the facts becomes evident upon analysis. 
The brand name had become the identification of a product of the original compo- 
sition ; in effect, it was the “common or usual name” of that article. It cannot be 
denied, of course, that the process of generalization had not progressed to a point 
where the name became common property; but it had patently developed a con- 
sumer expectation that a product so designated possessed the established uses and 
characteristics. However examined, it is clear that a limitation, serious in character, 
had been imposed upon the use of the brand name. 

That this situation was avoidable was demonstrated by the new labeling per- 
mitted by the Food and Drug Administration. Following the writer’s suggestions, 
the trade-mark was clearly designated as such, and, in addition, the product was 
given a separate descriptive common name. (The color of the ink was also changed ; 
and it was declared in bold type that the product contained no quinine.) The new 
label therefore, read: 

666 


( Trade-Mark) 
COLD PREPARATION 


This case demonstrates the necessity of avoiding the pitfall offered by the statu- 
tory exemption accorded drugs said to have no “common or usual” name. Wherever 
possible, indeed, the brand name should be supplemented by a common or usual name 
for the product, in the writer’s opinion. 

To most manufacturers, however, this exhortation is not altogether persuasive. The 
average proprietary product, in fact, strives for an unique and special individuality 
of its own, if only for commercial reasons. There is a natural hesitancy to admit 
that a preparation is quite similar to others on the market. This effort for exclu- 
siveness is, however, difficult to maintain under the current regulatory statutes. 
No longer is it possible to retain the aura of mystery that originally surrounded 
“patent medicines.” Indeed, the Federal Food, Drug, and Cosmetic Act is ex- 
pressly directed at dispelling most of the secrecy that in the past has been erected 
about preparations intended for self-medication. The “famous Indian remedy’— 
and its modernized counterpart—has been relegated to the status of Americana. 

Aside from these considerations, moreover, the average manufacturer will usually 
insist that his product has no “common or usual” name. It must be admitted that at 
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first blush this appears true in the case of the customary “shot-gun” preparations 
where a number of ingredients are combined. Any attempt to enumerate the various 
constituents in one “name” results all too frequently in a hybrid title, not particularly 
“common” or “usual.” 

The fallacy of this line of reasoning, however, is that a common or usual name 
must necessarily be restricted to a statement of the identity of the ingredients. Asa 
matter of fact, it is not so limited. In his selection the manufacturer is not confined to 
naming the various constituents of the medicine. 

The purpose of the use of a common or usual name is to identify the product 
to the end that the purchaser will know what he is receiving. It is evident that this 
objective may also be accomplished by describing the preparation in terms of: (a) 
its therapeutic uses; (b) the conditions for which it is offered; (c) its physical 
characteristics or form; or (d) its chemical name. 

Therapeutic Uses: That medicinal preparations may be identified by their use 
is not clearly appreciated by all drug manufacturers. Yet a wide classification of 
therapeutic effects have been catalogued, many of which have attained consumer 
recognition. Thus to give an elementary example, the designation of “Laxative” has 
well-known connotations, and surely serves to identify the product to which it is 
applied. 

In the proper instance, moreover, a preparation may be designated as an 
“Analgesic,” “Antacid,” “Antiphlogistic,” ‘Antipyretic,” “Antiseptic,” ‘Anti- 
syphilitic,” “Astringent,” ‘“Carminative,” “Cerebral Depressant,” “Cerebral Ex- 


citant,” “Deodorant,” “Digestant,’ “Diuretic,” “Expectorant,” ‘Escharotic,” 
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“Febrifuge,” “Parasiticide,” “Prophylactic,” “Pulmonary Sedative,” ‘“Stomachic,” 
“Styptic,” or “Vermifuge.” This does not complete the list; there are scores of a 
similar nature. Indeed, where the compound has more than one type of action, they 
can be combined in the name, as “Analgesic and Antipyretic.” 

There are two possible objections to the use of titles of this character as “com- 
mon or usual names.” First, it may be protested that such names are too indefi- 
nite and too broad to identify specifically any particular product. In answer it may 
be pointed out that a number of these names may be recognized as already in com- 
mon use; there appears no justifiable reasons why the others cannot be similarly 
employed. Ina large proportion of cases, moreover, these titles are probably more 
expressive of the identity of the product than an enumeration of ingredients since 
medicines are primarily purchased for their therapeutic effects. 

Again it may be urged that several of the terms are altogether too technical in 
character to convey any real information to the ordinary consumer. Thus few lay- 
men are familiar with the significance of the title “Anhydrotic,” to recognize that 
it is a preparation intended to diminish perspiration. Undoubtedly this aspect must 
be taken into consideration ; a medicine offered directly to the public should not bear 
a name incomprehensible to the purchaser. In partial extenuation, however, it may 
be argued that an obscure “common or usual” name is to be preferred to no name 
at all—the present situation. A considerable number of medicinal preparations, 
furthermore, are intended for physician or other professional use; it can be assumed 
that such names have a clear and distinct significance to these users. And it may 
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be possible to “translate” over-technical terms to make their meaning clearer, thus: 
‘“‘Anhydrotic (to lessen perspiration ).” 

Conditions: That a common or usual name may comprise a short and illumi- 
nating statement of the conditions for which the preparation is being offered is 
demonstrated by their current use for many products. Familiar illustrations of 
such titles are “Cough Drops,’ “Cough Medicine,” “Nose Drops,” “Hair Tonic,” 
“Cold Preparation,” and “Headache Powders.” The point is that others can un- 
doubtedly be devised, dependent upon the nature of the preparation. Inasmuch as 
these names constitute representations, care must be taken to assure that they do 
not prove false or misleading ; frequently this demands a qualifying statement, such 
as “Cough Drops for Coughs Due to Colds,” or a limitation of claim of therapeutic 
activity, which in the case of a “Cold Preparation” may read: “. . . For relieving 
Coughs, Simple Headaches and Neuralgia, Muscular Aches, Pains and Reducing 
Fever Due to Cold.” 

Physical Characteristics or Form: It must be admitted that appending a name 
indicative of the physical characteristics or form of the product is usually insuffi- 
cient to constitute its “common or usual” name. Thus the designation “Ointment” 
is not particularly identifying. However, “Gauze Bandage” and “Glycerin Supposi- 
tories” are acceptable common names, and it is possible that others may be devised 
or applied. The real value of a physical description, though, lies in its use to supple- 
ment a statement of therapeutic use or conditions for use. Thus “Tablets,” “Wafers,” 
“Powders,” and similar “form” descriptions may properly serve to make the name 
more definite and hence more available as the common or usual title. 

Chemical Name: ‘The Food and Drug Administration has expressed a prefer- 
ence for the use of “common” names in lieu of “chemical” names. This insistence 
is rather hard to understand. First of all, it very frequently happens that common 
drug names today carry less intelligence than their chemical counterpart. Thus it is 
submitted that methyl salicylate, potassium carbonate, and zinc sulfate are more in- 
formative than their “common name” counterparts: artificial oil of wintergreen, pearl 
ash, and zinc vitriol. Indeed, several may prove misleading. To designate potassium 
carbonate as salt of wormwood or sodium carbonate as washing soda—their common 
names—can only lead to confusion. 

Again, it must be borne in mind that the statutory requirement is in the alternative: 
the manufacturer may state the common or usual name. And it often occurs that 
the chemical name, while perhaps not the common, is usable as the usual title 
of the product. 

In the case of drug preparations which have no common name this discussion 
becomes academic since the Food and Drug Administration considers the use of the 
technical or chemical name entirely permissible. Thus in place of the proprietary 
brand name “Mercurochrome” it has suggested that the product be labeled 
“Dibromoxymercurifluorescein Sodium.” Whether the manufacturer, in the ab- 
sence of a chemical name, can go so far as to translate a chemical formula into such 
a title—or, similarly, set up an arbitrary chemical name of his own—has not ap- 
parently been ruled upon; lacking a common or chemical name, however, there ap- 
pears small objection to even this procedure. 
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The foregoing discussion has, we believe, established the necessity of employing 
a “common or usual” name wherever possible. It is further hoped that the sugges- 
tions made in connection with the selection of such a title prove helpful. 
—Arthur D. Herrick. 


RECENT PUBLICATIONS 


STATE ADVERTISING LEGISLATION, by Burt W. Roper, Printers’ Ink, New York. 

Price $2.00. 

This new compilation will undoubtedly prove of considerable value to trade-mark 
owners and their counsel. For the first time a careful effort has been made to gather 
in one place the various state laws on deceptive advertising generally and on prac- 
tically all other phases of advertising. There are thus brought together in this volume 
various state statutes dealing with lotteries, with trading stamps and premiums, with 
advertising of liquor and related products, with occupational and professional adver- 
tising and many other subjects. Both Printer’s Ink and particularly the Bureau of 
Foreign and Domestic Commerce of whose staff the author is a member, must be 
commended for the publication of the data compiled in this survey which constitutes 


a digest of approximately 2,000 state statutes not readily available at any one place 
at the present time. 


LEGAL CONTROL OF THE Press, by Frank Thayer, Foundation Press, Chicago. Price 
’ ‘ g 


$4.50. 


This valuable text contains several chapters of particular interest to trade-mark 
owners. Chapter 14 is devoted to “Copyright as as a Press Control” and Chapter 15 
covering 50 pages discusses “Regulation of Advertising.’ It is this chapter which 
makes the book particularly useful to national advertisers because there are set forth 
here the various administrative controls over advertising through the Post Office, 
the Federal Trade Commission and other federal agencies. Other interesting fea- 
tures of the book deal with judicial recognition of the right to privacy (Chapter 17) 
which is so often infringed upon by the use of pictures, portraits or names of well- 
known individuals without their consent. The liability of newspaper publishers for 


false advertisements, the problems concerning disparagement of competitors and 
their merchandise and many other related subjects are discussed in this volume. It is 
primarily written in “Hornbook” style for university use but it may well prove a use- 
ful tool in the hands of busy practitioneers who are in need of quick information and 
guidance with regard to problems touching upon the relationship of the press to 
advertising practices. 


W. J.D. 








